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Disposition of Claims 

4) KI Claim(s) 1-4,10-13 and 19-28 is/are pending in the application. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . Claims 1-4,10-13,19 and 20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per claim 1 , last line, the recitation that "said extracted bits are accepted as 
representing the maximum values" is misdescriptive and thus is indefinite as to what it is 
intended to claim. According to the disclosure on page 14 of the specification which discloses 
an overflow in #2 , line 18, having a mantissa part being 0110 0000, and the corresponding 
overflow extracted bits should be 0100, and by a saturation process, line 28, the overflow values 
is represented by a maximum value of 01 1 1 . It is not the extracted bits being accepted as 
representing the maximum value as claimed. Claim 10 also has the same problem. 

2. Claims 10-13 and 19-28 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

As per claims 10-13 and 19-28, the claims are directed to a computer related method of 
computation that produces a result merely a numerical value. In order for a claimed invention 
that is directed to such a computer implemented method to be statutory, the claimed invention 
must accomplish a practical application. That is the claimed invention must transform an article 
or physical object to a different state or thing, or produce a useful, concrete and tangible result. 
State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. Also see "Interim Guidelines for 
Examination of Patent Applications for Patent Subject Matter Eligibility", OG Notices: 22 
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November 2005. It is clear from the claims that the method does not transform an article or 
physical object to a different state or thing. The input is a numerical value and the output is also 
a numerical value. Further, the claims are directed to a method of Viterbi decoding which is a 
mathematical algorithm that process numerical values and output numerical values. Since the 
claims fail to limit the method of Viterbi decoding to a practical application, the result produced 
by the method is not a real-world result , but mere numerical values without a practical 
application recited in the claims that make the result useful, concrete and tangible. Therefore, 
the claimed invention is directed to non-statutory subject matter as the claims fail to assert a 
practical application to the method. 

3. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ozawa (JP 08- 
101919) in view of Blackham et al (5,619,198). 

As per claims 1 and 2, Ozawa discloses in figure 1, a floating-point to fixed-point 
conversion having a reference data determining means (1 1) for detecting a maximum value as a 
reference, an exponent subtracter and shifting means (12), and a bit extracting means (output of 
12) as claimed. It is noted that Ozawa does not discloses a correction of an overflow output by 
representing the output by a maximum value. However, Blackham et al discloses in figure 1, a 
correction means (30) for correcting an overflow output from a floating-point/fixed-point 
conversion by representing the overflow output by a maximum value as claimed. It would have 
been obvious to a person of ordinary skill in the art to provides Ozawa with an overflow 
correction means as taught by Blackham et al. in order to reduce errors caused by overflow. 
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As per claims 3 and 4, Ozawa does not disclose the detecting a minimum or an average 
value for the reference as claimed. However, it is clearly equivalent to choose the minimum or 
the average instead of the maximum for the reference in the conversion of Ozawa. A person of 
ordinary skill in the art would have found it an obvious modification from the teaching of Ozawa 
to detect a minimum or an average instead of the maximum for the reference as claimed. 

4. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yoshizawa et 
al (5,359,548) in view of Blackham et al (5,619,198). 

As per claims 1 and 2, Yoshizawa et al discloses in figure 13, a floating-point to fixed- 
point conversion having a reference data determining means (20-22)) for detecting a maximum 
value as a reference, an exponent subtractor means (23), shifting means (24), and a bit extracting 
means (output of 24) as claimed. It is noted that Yoshizawa et al does not discloses a correction 
of an overflow output by representing the output by a maximum value. However, Blackham et al 
discloses in figure 1, a correction means (30) for correcting an overflow output from a floating- 
point/fixed-point conversion by representing the overflow output by a maximum value as 
claimed. It would have been obvious to a person of ordinary skill in the art to provides 
Yoshizawa et al with an overflow correction means as taught by Blackham et al. in order to 
reduce errors caused by overflow. 

As per claims 3 and 4, Yoshizawa et al does not disclose the detecting a minimum or an 
average value for the reference as claimed. However, it is clearly equivalent to choose the 
minimum or the average instead of the maximum for the reference in the conversion of 
Yoshizawa et al. A person of ordinary skill in the art would have found it an obvious 
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modification from the teaching of Yoshizawa et al to detect a minimum or an average instead of 
the maximum for the reference as claimed. 

5. Applicant's arguments filed 05/23/2006 have been fully considered but they are not 
persuasive. 

Regarding the rejection under 35 U.S.C. 112, second paragraph, it is no doubt that 
"01 1 1" is the maximum value. However, the claims do not recite the maximum value being 
output as fix point data when overflow occurs. Instead the claims recite that "said extracted bits 
( which is 0100 in the example on page 14 and corresponding the overflow in #2 , line 18) are 
accepted as representing the maximum values". This recitation is clearly misdescriptive since 
the disclosure has never disclosed that the extracted bits (0100) being accepted as representing 
the maximum value as claimed. 

Regarding the rejection rejected under 35 U.S.C. 101, it is respecfully submitted that 
Viterbi decoding is a mathematical algorithm that process numerical values and output numerical 
values. Without limiting to a practical application, Viterbi decoding algorithm would not 
produce a useful and tangible real word result but mere numerical values, and thus is non 
statutory. 

Regarding the rejection rejected under 35 U.S.C. 103, it is respecfully submitted that the 
reference are clearly related as they all directed to data format conversion. In addition, 
Blackham et al clearly discloses the a correction means (30) for correcting an overflow output 
from a floating-point/fixed-point conversion by representing the overflow output by a maximum 
value as that of the present invention (see col. 4, lines 23-26). 
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6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chuong D. Ngo whose telephone number is (571) 272-3731. The 
examiner can normally be reached on Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571) 272-3719. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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